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Application Number : 10/087,917 
Art Unit : 1724 

DETAILED ACTION 
Claim Rejections - 35 USC § 112 

Claims 33 and 34 are rejected under 35 U.S.C. 112, first paragraph, as 
based on a disclosure which is not enabling. A step for separating a liquid from a 
gas is critical or essential to the practice of the invention, but not included in the 
claim is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 
USPQ 356 (CCPA 1976). Examiner notes claim 33 recites " a centrifugal means 
to process said gas thereby to separate heavy gases from light gases", 
however, such a centrifugal means is in series with a centrifugal separator for 
separating liquid from a saturated gas, wherein such a series of centrifugal 
means is clearly shown in figure 6 of the current invention. Examiner notes that 
therefore a step of including a centrifugal means to separate a liquid from a 
saturated gas is missing in claim 33. Examiner also notes that inclusion of a 
step in claim 33 would provide for identical claim limitations as claim 29, and 
hence would lead to a possible double patenting situation. Correction is 
requested. Claim 34 depends on claim 33 and hence is also rejected.. 

Claims 1-4,28-31,35,36, and 41 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 1 recites "and pass a flowing stream of liquid associated with said 
gases". Examiner notes that the claim is directed towards a gas centrifuge, 
wherein the gas centrifuge only separates gases. Therefore, examiner believes 
that the above limitations should be deleted from the claim, because the gas 
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centrifuge does not pass liquid through with the gases. Examiner suggests 
substituting and pass said gases-- for the above limitations to correct the claim 
scope. Claim 3 depends on claim 1 and hence is also rejected. 

Claim 2 recites ", and means to inject a treatment fluid into said system for 
purposes of gas treatment". Examiner notes that the claim is directed towards a 
gas centrifuge, wherein the gas centrifuge only separates gases. Examiner 
notes that the embodiment of figure 6 includes a means to inject a treatment fluid 
, however the means to inject a treatment fluid is only associated with a 
gas/liquid separator, and not a gas centrifuge. Examiner notes that injecting a 
liquid into a gas centrifuge would also seem to decrease the separation 
efficiency of the gas centrifuge. Claim 4 depends on claim 2 and hence is also 
rejected. 

Claim 28 recites "and pass a flowing fluid stream , associated with said 
mixture. Examiner notes that the claim is directed towards a gas centrifuge, 
wherein the gas centrifuge only separates gases. Therefore, examiner believes 
that the above limitations should be deleted from the claim, because the gas 
centrifuge does not pass a fluid stream through with the mixture. Examiner 
suggests substituting - and pass said mixture of gases- for the above 
limitations to correct the claim scope. 

Claim 29 recites "and pass a flowing fluid stream" Examiner notes that 
vanes are only associated with a centrifugal separator for separating liquids and 
gases, or a gas centrifuge, and not a three phase separator of lines 3-5. 
Therefore, examiner suggests substituting - and pass a mixture of gases or a 



Application Number : 10/087,917 
Art Unit : 1724 

gas/liquid mixture- for the above limitations to correct the claim scope. 

Claim 29 recites three "centrifugal means" in parts a,b, and c, however 
only the "centrifugal means" in parts b and c have vanes associated with the 
structures, as noted in figure 6 of the current drawings. The centrifugal means in 
part a is a conventional three phase separator, and the specification nor the 
drawings give support for vanes associated with the three phase separator. 
Therefore, examiner suggests inserting -first- in line 3 before centrifugal, - 
second- in line 6 before centrifugal, -third- in line 10 before centrifugal, and - 
second or third- in line 14 before centrifugal, wherein the above suggested 
amendments clearly indicate that only the gas/liquid separator and gas 
centrifuge have vanes associated with them, as shown in figure 6 of the current 
drawings. Claim 30 depends on claim 29 and hence is also rejected 

Claim 31 recites "centrifugal means" in parts a and b however only the 
"centrifugal means" in part b has vanes associated with the structures, as noted 
in figure 6 of the current drawings. The centrifugal means in part a is a 
conventional three phase separator, and the specification nor the drawings give 
support for vanes associated with the three phase separator. Therefore, 
examiner suggests inserting -first- in line 3 before centrifugal, -second- in 
line 6 before centrifugal, and -second- in line 11 before centrifugal, wherein 
the above suggested amendments clearly indicate that only the gas/liquid 
separator has vanes associated with them, as shown in figure 6 of the current 
drawings. 

Claim 33 recites "centrifugal means" in parts a and b however only the 
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"centrifugal means" in part b has vanes associated with the structures, as noted 
in figure 6 of the current drawings. The centrifugal means in part a is a 
conventional three phase separator, and the specification nor the drawings give 
support for vanes associated with the three phase separator. Therefore, 
examiner suggests inserting -first- in line 3 before centrifugal, -second- in 
line 6 before centrifugal, and substitute -first centrifugal means- for "system in 
line 10, wherein the above suggested amendments clearly indicate that only the 
gas/liquid separator has a means to inject a treatment liquid, as shown in figure 
6 of the current drawings. 

Claim 35 recites "means to inject a treatment liquid into said system for 
purposes of gas treatment". Examiner notes that the treatment liquid is only 
injected into the "centrifugal means" and not into the "system", therefore such a 
change should be made in line 7 of the claim. 

Claim 35 recites "and pass a flowing stream of said liquid". Examiner 
notes that only the gas/liquid mixture passed into the centrifugal means of part a 
is received by the vanes. Therefore examiner suggests substituting -said 
gas/liquid mixture- for "a flowing stream of said liquid" to correct the scope of 
the claim. 

Claim 36 recites "and there being means to inject a treatment fluid to flow 
into the centrifuge means for purposes of fluid treatment". Examiner notes that 
the claim is directed towards a gas centrifuge, wherein the gas centrifuge only 
separates gases. Examiner notes that the embodiment of figure 6 includes a 
means to inject a treatment fluid , however the means to inject a treatment fluid 



Application Number : 10/087,917 
Art Unit : 1724 

is only associated with a gas/liquid separator, and not a gas centrifuge. 
Examiner notes that injecting a liquid into a gas centrifuge would also seem to 
decrease the separation efficiency of the gas centrifuge. 

Claim 41 recites "and pass a flowing stream associated with said fluid 
mixture". Examiner notes that the claim is dependant on claim 26, wherein 
claim 26 is directed towards a gas centrifuge, wherein the gas centrifuge only 
separates gases. Therefore, examiner believes that claim 41 should be deleted, 
because the gas centrifuge does not pass a fluid stream through with the 
mixture. 

Allowable Subject Matter 
Claims 5-27 , 32, and 37-39 are allowed. 

The following is a statement of reasons for the indication of allowable 
subject matter: 

Claims 5-25 were indicated as allowable for the reasons stated in the 
office action dated 3-27-03. 

Claims 37-39 were amended to overcome a 1 12 first paragraph rejection 
in the office action dated 3-27-03, and therefore are allowable because claims 
37-39 are dependant on claim 5. 

Claim 26 was amended to include the limitations, "and also providing a 
rotary centrifuge", and therefore overcomes the German reference and 
Ruhemann et al because neither reference teaches separation of carbon dioxide 
and methane. Claim 27 depends on claim 26 and hence is also allowed. 
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Claim 32 recites "and means to inject a treatment liquid into said system 
for purposes of gas processing". Neither German reference nor Ruhemann 
disclose a gas/liquid centrifugal means, a gas centrifuge, and a means to inject 
a treatment liquid into said system for purposes of gas processing. It would not 
have been obvious to provide a means to inject a treatment liquid into the 
system of German reference or Ruhemann et al because neither German 
reference nor Ruhemann et al suggest such a modification. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 


Applicant is advised that should claim 32 be found allowable, claim 34 
will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. 
When two claims in an application are duplicates or else are so close in content 
that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial 
duplicate of the allowed claim. See MPEP § 706.03(k). 


Applicant's amendment necessitated the new grounds of rejection 
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presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) 
will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from 
the date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Robert A Hopkins whose telephone 
number is 703-308-3913. The examiner can normally be reached on Monday- 
Friday 9:00am-3:00pm, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Blaine Copenheaver can be reached on 703-308-3318. 
The fax phone numbers for the organization where this application or proceeding 
is assigned are 703-872-9310 for regular communications and 703-872-9572 for 
After Final communications. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
703-308-0661. ^-^ 
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Primary Examiner 
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